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FI NAL HEARI NG Novenber 30, 1999

Bef ore CALVERT, PATE and HANLON, Adm nistrative Patent Judges.

PATE, Adm nistrative Patent Judge.

FI NAL DECI SI ON UNDER 37 CFR § 1.47

This is a final decision in Interference No.
103,878. Involved are junior party application Serial No.
08/ 243,630 filed under 37 CFR 8 1.47 with inventors Charl es
O Thonpson, Jesse F. W/I kerson, and Janmes A. Henson, and
senior party Patent No. 5,329,438 taken out in the nanme of
Charles O Thonpson as sole inventor. |In the Rule 47
application, Thonpson is a non-signing co-inventor. The other
co-inventors have assigned their interest to Hubbel
| ncorporated. Thonpson retains the ownership of the patent.

The interference subject matter is directed to a
streetlight shade or reflector designed to fit the ubiquitous
NEMVA streetlight head. The reflector is parabolic and extends
downwardly past the bulb preventing light directed up into the

sky. This configuration aneliorates skyglow and actually
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directs nore light to the street below. The count in
interference reads as foll ows:

Count 1

For use in an outdoor pole nmounted lighting fixture
having a head fixture housi ng bearing a depending |ight
source, the inprovenent conpri sing:

an integral unitary reflector spun from al um num

a side nmenber of said reflector formng a |ight
i nper neabl e nenber of generally parabolic configuration having
a circular cross section tapering inwardly toward an open top
end containing said |ight source and directing light fromsaid
I ight source dowmmwardly at a | ower open end;

a connection integral wth and extendi ng adj acent
said open top end of said side nmenber for receiving said |ight
source therein and being conplenmentary to a | ower end of said
head to prevent the upward passage of light fromsaid |ight
sour ce;

a matt-like finish on an interior surface of said
reflector providing uniformty of spread and distribution of
[ight;

said interior surface being of such a configuration
as to reflect light generally dowwardly with a substantially
90E cutoff at said |l ower open end of said side nenber avoiding
directing light at an angl e above the horizontal;

said bottom of said reflector being entirely open to
t he at nosphere and devoid of any refractor so that said |ight
is directed generally downwardly entirely by said interior
surface of said reflector; and
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a fastener on said reflector adjacent said top end
engageable wth said head fixture housing for securing said
reflector to said head fixture;

whereby | oss of |ight and sky contam nation through
upwardly directed Iight is avoided.

The clains of the parties designated as corresponding to the

count are:
Thonpson et al.: Clains 8-14
Thonpson: Clains 1-7

We note at the outset that both the senior party’s
brief and the senior party’'s record were filed late and are
t he subject of notions® under 37 CFR 88 1.635 and 1.645 for us
to accept |l ate papers. These notions are GRANTED under our
di scretion pursuant to 37 CFR § 1. 645(b).

Both parties filed records* and main briefs. The

junior party filed a reply brief. The junior party has al so

3 Paper Nos. 46 and 54.

“In this decision, junior party’s record and exhibits
will be abbreviated JP foll owed by the appropriate page nunber
and JX- followed by the appropriate exhibit nunber,
respectively. Likew se, the senior party record and exhibits
are abbreviated SP and SX-.
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filed a notion to suppress evidence which was opposed by the
senior party. Both parties were represented by counsel at
final hearing.

| ssues

The foll owi ng i ssues have been raised by the parties
in their respective main briefs:

C Whet her the junior party has established by a
pr eponderance of the evidence that Henson and
W kerson are joint inventors with Thonpson. The
junior party lists as an issue whether the senior
party has established that Thonpson is a sole
inventor. However, the senior party has no burden
to prove that Thonpson is the sole inventor.

C Whet her the clainms of the senior party patent and
concurrently the clains in the junior party’s

application are unpatentable over prior
art. This issue was first raised by
prelimnary notion during the prelimnary
notion period established by the

Adm ni strative Patent Judge (APJ). A
decision on the notion was deferred to
final hearing.

Additionally, the junior party has filed a notion to suppress
evidence. We will consider these issues hereinbel ow,
begi nning with the notion to suppress evidence.

Motion to Suppress Evidence
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As we understand the junior party’s notion, the
junior party is seeking to have its own testinony® suppressed
to the extent that it is relied upon by the senior party. The
reason given for justifying suppression with respect to the
cross- examnation of the junior party’'s declarants is that
senior party “did not specifically identify the cited portions
[of the cross- exami nation transcripts he was relying upon] or
submit copies thereof during the senior party’s testinony
period.” Likewise with respect to the junior party’s
decl arations, as we understand
the junior party’'s notion, the senior party failed to identify
during the prelimnary notion period what portions of the

j uni or

party’s declarations he was relying on in opposition to the
motion for judgnment. Simlarly, the junior party further

states that the senior party did not, during the senior

> Specifically, the junior party’s notion seeks
suppression of the junior party’s declarations of declarants

W | kerson, Brammer, Mers, Henson, and MIIling, and cross-
exam nation deposition testinmony of these wi tnesses at JR36-
JR258. This conprises the balance of the junior party’s
record.
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party’s testinony period, “cite specific portions [of the
junior party’ s declarations] and/ or provide copies of such
portions.”

The junior party has failed to cite a specific rule
for this proposition, although he refers in passing to 37 CFR
88 1.672(b); 1.682; and 1.688(d). W have |ooked in vain for
such a provision in the rules. W find no requirenent that
an opposing party submt to the party presenting evidence a
description of what portion of the testinony of the party
presenting evidence will be used in rebutting that evidence.
We note that the junior party has cited no case dealing with
this matter. We know of none. W acknow edge that 37 CFR 8
1.671(e) requires a party to serve and give notice as to what
evidence it is relying on. However, the duty therein does not
run to an opponent of the party that is serving and giving
noti ce.

We further note that it is the junior party’s own

evi dence that is sought to be suppressed.® W are in

® W note the follow ng sentence fromjunior party’s
notion to suppress. “Moreover, the failure to cite specific
portions and/or provide copies of such portions inproperly
(continued...)
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agreenent with the senior party that the junior party’s
evi dence “may be used by the Senior Party for the purpose of
showi ng that the Junior Party has failed to neet its burden of
proof.” Accord- ingly, the notion to suppress, to the extent
that it is based on the junior party’ s so-called general
obj ection, is DEN ED

Wth regard to the junior party s statenent that al
obj ections except as to formwere reserved at the deposition,
we nmust remnd the parties that objections are to be noted
when the deposition is ongoing (37 CFR 8 1.675(c); 37 CFR 8
1.685(c), and 37 CFR 8 1.656(h)) so that the objection can
both be recorded and properly responded to by the opponent who
may be able to renove the objection by aneliorating the
objected to circunstances. Tinely objections permt pronpt

correction of technical errors

6(...continued)
denied the junior party the opportunity and ability to raise
any objections to the adm ssibility of the testinony”
(enphasi s supplied). Junior party notion to suppress at 3. W
nmust enphasi ze t hat it is the junior party’'s own testinony
being referred to, as relied upon by the senior party. As we
understand it, the junior party is stating he was denied the
chance to object to his own testinony!

8
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and m nimze delay and inconvenience to the parties and the

Board. See Dreikorn v. Barlow, 214 USPQ 632, 635 (Conmir
Pats. & Trademarks 1981) and Larkin v. Kauder, 202 USPQ 193,

199 (Bd. Pat. Int. 1978). The parties do not have the
authority to waive the rule in this regard.

Turning to the specifics of the junior party notion,
page JP117, taken individually, and pages JP89-117, taken
collectively, as referred to in the senior party's brief are a
proper part of the junior party’'s record and cannot be
suppressed sinply because the senior party cites to the record
to show that the junior party has failed to make out a case.

The request to suppress JP228-29 because it
ostensi bly assunmes facts not in evidence is unsupportable on
its face. The MIling declaration identifies Thonpson and
states that MIling had been to Thonpson’s pl ace of business.
It is difficult to see howit can be argued that there is no
foundation for a question in cross-exam nation about how | ong
M I 1ing has known Thonpson.

As to JP251-52, the testinony here is concerned with

Henson not Thonpson, and the argunents in the notion to
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suppress are sinply irrelevant for this reason. As to JP179,
cited by the junior party as calling for speculation, it is
undeni ed, by any w tness, that Thonpson had Henson and MI1ing
over to his office to discuss a reflector and whet her Henson
coul d supply such a
reflector. Thus, it does not require specul ation on Henson’'s
part to have been asked what Henson understood Thonpson to be
asking for. Suppression on this ground is DEN ED. Likew se,
MIling s testinony at JP246-49 will not be suppressed for the
sane reason

However, with respect to pages JP182-83, concerning
patentability and the GE publication, the junior party
argunment that the questions are beyond the scope of direct,
i.e., the original Henson declaration, is well taken. The
testimony on these pages relating to the publication will be
suppressed. The notion is GRANTED to this extent.

The question about Henson knowi ng if Thonpson had
talked to a conpetitor (JP194) is not hearsay and is not seen
as irrelevant. Suppression on these grounds is not warranted.

The testinony (JP200-01, JP210-11) regardi ng peopl e who

10
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“marvel ed” will not be suppressed. Henson's declaration
contains evidence relating to night testing of the prototype.
Thus, testinony on his reaction to the test is fair gane in
cross-exam nation. Such testinony does not violate 37 CFR 8
1.639 as argued by the junior party, since senior party has
the right to cross-examne all junior party’'s declarants if
junior party intends to rely on their testinony at final
hearing. See 37 CFR § 1.671(e) and

37 CFR 8 1.672(d). The senior party, in this instance, is
permtted to cross-exanmne the junior party’s witnesses on the
patentability issue, because the junior party introduced these
decl arations into evidence during the testinony period. Thus,
JP64- 65, 43, 44, and JP82-85 will not be suppressed.

Finally, the Henson notation on the facsimle does
not properly raise a suppression issue, inasnmuch as Henson
and Brammer both reference a facsimle in their declaration.
Thus, testinony concerning the facsimle is proper on cross-
exam nati on

To sum up, we have considered the junior party’s
notion for suppression of evidence, and will suppress pages
JP182-83 as beyond the scope of direct. To this extent the

11
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nmotion is granted. Wth respect to all other requests for
suppression of evidence, the notion is denied. The junior
party’s notion to suppress evidence is GRANTED | N- PART.
Oiginality

“Determning ‘inventorship’ is nothing nore than
determ ni ng who concei ved the subject nmatter at issue, whether
that subject matter is recited in a claimin an application or
in acount in an interference. Conception, and consequently

i nventorship, are questions of law.” Sewall v. Walters, 21
F.3d 411, 415, 30 USPQ2d 1356, 1358 (Fed. Cir. 1994)(quoting
Hybritech Inc. v. Mnoclonal Antibodies, Inc, 802 F.2d 1367,
1376, 231 USPQ 81, 87 (Fed. G r. 1986), cert. denied, 480 U S.

947 (1987)).
This case, therefore, cones to us in the context of an

originality contest as opposed to a priority contest. Sewell,

21 F. 3d at 415, 30 USP@d at 1358 (quoting Appl egate v.
Scherer, 332 F.2d 571, 573 n.1, 141 USPQ 796, 798 n.1 (CCPA

1964) ("[1]n an originality case the issue is not who is the

first or prior inventor, but who made the invention.")). The

12
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"inventorship” issue to be decided is thus nerely who
concei ved the invention for which patent protection is sought,
and not who first conceived that invention. Sewell, 21 F.3d
at 415, 30 USPd at 1358.

As the junior party in an interference between
co- pendi ng applications, junior party Thonpson et al. bears
the burden of proving priority or, in this case inventorship,
by a preponderance of the evidence. See Cooper v. ol dfarb,
154 F.3d 1321, 1326, 47 USPQ2d 1896, 1900 (Fed. Cr
1998) (quoting Scott v. Finney, 34 F.3d 1058, 1061, 32 USPQd
1115, 1117 (Fed. Cir. 1994)).

Conception has been defined as the formation, in the
m nd of the inventor, of a definite and pernanent idea of the
conpl ete and operative invention. Coleman v. Dines, 754 F.2d
353, 359, 224 USPQ 857, 862 (Fed. Cir. 1985)(quoting Gunter v.
Stream 573 F.2d 77, 80, 197 USPQ 482, 484 (CCPA 1978)). It
is settled that in establishing conception a party nust show
every feature recited in the count, and that every l[imtation
in the count must have been known at the tinme of the alleged

conception. Coleman, 754 F.2d at 359, 224 USPQ at 862.

13
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Conception is conplete when one of ordinary skill in
the art could construct the apparatus w thout unduly extensive
research or experinentation. Sewell, 21 F.3d at 416, 30
USPQ2d at 1359. See Summers v. Vogel, 332 F.2d 810, 816, 141
USPQ 816, 821 (CCPA 1964); In re Tansel, 253 F.2d 241, 243,
117 USPQ 188, 189 (CCPA 1958).

Nei t her conception nor reduction to practice may be
establ i shed by the uncorroborated testinony of the inventor.
See Tonmecek v. Stinpson, 513 F.2d 614, 619, 185 USPQ 235, 239
(CCPA 1975). The inventor's testinony, standing alone, is
insufficient to prove conception--sone formof corroboration
must be shown. See Price v. Synsek, 988 F.2d 1187, 1194, 26
UsP@2d 1031, 1036 (Fed. Cir. 1993). Wiile the "rule of
reason”
originally devel oped with respect to reduction to practice has
been extended to the corroboration required for proof of
conception, the rule does not dispense with the requirenent
of sone evidence of independent corroboration. See Col eman,

754 F.2d at 360, 224 USPQ at 862. As the CCPA stated in Reese

14
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v. Hurst, 661 F.2d 1222, 1225, 211 USPQ 936, 940 (CCPA 1981):

"[the]

adoption of the 'rule of reason' has not altered the

requi renent that evidence of corroboration nust not depend

solely on the inventor hinself." There nust be evidence

i ndependent fromthe inventor corroborating the conception.
Addi tionally, we acknow edge that there is no single

formula that nmust be followed in proving corroboration. An

eval uation of all pertinent evidence nust be nade so that a

sound determ nation of the credibility of the inventor's story

may be reached. Price, 988 F.2d at 1195, 26 USPQRd at 1037.

| ndependent corroboration nmay consist of testinony of a

W tness, other than the inventor, to the actual reduction to

practice or it may consist of evidence of surrounding facts

and circunstances i ndependent of information received fromthe

inventor. Reese, 661 F.2d at 1125, 211 USPQ at 940. See

al so, for conception, R vise and Caesar, Interference Law and

Practice, Vol. |, 8 126

15
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and Vol. 111, 8§ 542 (Mchie Co. 1947) and for reduction to
practice, Vol. Il 88 543 and 544.
Senior Party’s Originality Case
Wil e no one has seriously challenged the fact that
the senior party has contributed to the conception of the
invention, and is at | east a co-inventor, senior party has
sought to show a full and conpl etely independent conception of

the i nvention

prior to the nmeeting of Thonpson with Henson and MI1ling on
February 17, 1993, which would establish that Thonpson is a
sole inventor.” For proof of this conception, the senior
party is relying on a facsimle transm ssion from Thonpson to
Yar bor ough at South Carolina Electric and Gas on January 26,
1993. However, Thonpson was the senior party’ s only wtness.
Yar borough did not testify. This raises an issue of
corroboration with regard to the facsimle, SX-1. At oral

hearing, senior party’ s counsel argued that the facsimle

" See senior party brief footnote 1.

16
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provided its own corroboration, inasmuch as it was evidence of
what was conceived, since it showed a sketch of the invention
However, if a party places reliance on an enbodi nent
of the invention in some physical form such as a sketch or
drawi ng, for proof of conception, the existence of the
enbodi mrent at the time nust be established by testinony of a
person other than the inventor. Mran v. Paskert, 205 USPQ
356, 359 (Bd. Pat. Int. 1979). Accord Price, 988 F.2d at
1196, 26 USPQRd at 1037-38 (testinony of secretary that she
recal |l ed seeing drawi ng as of critical date provides
necessary evidence corroborating testinony of inventor as to

date of conception). Therefore,

we are constrained to hold that the senior party exhibit 1 is
uncorroborated and can provide no support for a senior party
conception prior to the neeting with Henson and M1 Iing.
Junior Party’s Originality Case
The junior party’s claimfor inventorship is based
on the following facts. In February 1993, Janes A Henson, a

manuf acturer’s representative for Hubbell, and his assistant,

17
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Patricia MIling, net with senior party Thonpson at Thonpson’s
pl ace of business. JP27; JP32; JP173. At the neeting,
Thonpson described a lighting fixture that he hoped Henson’s
manuf acturer coul d provide. According to Henson and M I 1i ng,
the fixture was only generally described and no drawi ng of the
desired fixture
was shown to them by Thonpson. JP27; JP32. It is their
further testinmony that Thonpson did not describe the materi al
or finish of the desired reflector to them JP27; JP32.
Henson testified that upon return to his office, he
produced two drawi ngs of a lighting fixture by cutting and
pasting stock lighting parts from catal ogs of Hubbel
products. JP28. On cross-exam nation, Henson stated that he
personal ly came up with the idea of mounting or conbining the
two existing products together. “1 thunbed through the
catalog and I found this reflector. . . .” JP179. “So

mat ed the two together,

pasted it up and sent that to George Brammer.” JP179. “Wat
| did was nmate an existing product with an existing product.
.7 JP186.

18
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Henson’s testinony diverges with respect to
MIling’ s on this point, however. In cross-exam nation,
M I 1ing undoubtedly clained to have conme up with the idea of
using a high bay reflector on the NEMA head by herself. When
speaki ng of what she called the skycap, she was asked, “Did
you design it?” Answer: “Yes, sir.” JP231. And at JP234,

MI1ing stated:

VWll, | nentioned to Jimabout, Let’s check
and see if this would work before we did
this. | nmean, | had thought about it in

the norning and when | got to the office,

said, Hey, look at this, because | didn't

know if it would work or not, and he’ s been

in that business |onger than |
What MIling is describing is clearly the nental part of
inventing. Her testinony, while uncorroborated, is closer to

a conception than any act by either Henson or W1 kerson.

Furthernmore, in our view, it is not possible for
Bramer or W/ kerson, who received the facsinmle from Henson
with a drawi ng of the invention, to corroborate any conception
by Henson. They can only state the contents of the facsimle

they received and who they received the facsimle from JP17;

JP21.

19



| nterference No. 103, 878

We acknow edge that the junior party has argued that
MIling s testinony is anbiguous, for in some instances her
testinony could possibly be interpreted to refer to both
Henson and MI1ling working together. 1In this regard, we
merely note that anbi guous testinony, whether froma putative
i nventor or a putative corroborator, does not mlitate for
establishing a conception by a preponderance of the evidence.
Ambi guous testinony fromMIIling cuts against any | ega
concl usi on that Henson was an inventor. Due to this |ack of
corroboration, it is our conclusion that the junior party has
not established that Henson is a co-inventor.

Wth respect to Wlkerson, it is our finding that
W | ker son was outdoor products manager at Hubbell. JP41
When Branmer received the facsimle drawing from Henson, he
referred
it to Wlkerson. JP41. W/l kerson stated that his
contributions to the invention were finding a reflector head
with the correct parabolic shape, noving the latches to fit
t he standard NEMA head, and specifying a diffuse finish to

give a uniformspread of light. JP51-52.

20



| nterference No. 103, 878

As to Wl kerson’s contribution, this was not an
el aborat e program of research, experinmentation, or design of
parts, which woul d be necessary to consider himas a co-
inventor, but nerely the selection of the size and shape of
certain parts, i.e., the proper high bay reflector and the

| ocati on of NEMA

toggl e latches on the stock spun al um num refl ector which

al ready had the correct surface finish. W see it as sinply
the exercise of the normal skill expected of an ordinary

I ighting designer, which would not have involved any inventive
acts on the part of WIkerson. The necessity of a certain
anmount of selection of sizes of parts, materials, etc., along
predeterm ned |ines does not indicate contribution to the
conception of an invention. See Bac v. Looms, 252 F.2d 571
577, 117 USPQ 29, 34 (CCPA 1958)(Loran patent case); Fredkin
v. lrasek, 397 F.2d 342, 158 USPQ 280 (CCPA), cert.
denied, 393 U. S. 980 (1968) and Sewell, 21 F.3d at 415, 30

UsP2d at 1358.

21
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Based on the underlying facts as recited above, it
is our |egal conclusion that neither Henson nor W1 kerson has
been established as a co-inventor with Thonpson by a
pr eponder ance of the evidence. Accordingly, judgrment wll
be entered against the junior party on the ground of |ack of
originality at the conclusion of this decision.

Junior party Thonpson et al.’s Mtion for Judgnent

During a prelimnary notion period established by
the APJ, junior party Thonpson et al. filed a notion® under 37

CFR

8§ 1.633(a) for judgnent that clains 1-7 (all clains) of the
senior party’s involved patent were unpatentable. 1In a
decision mail ed January 22, 1998,° the APJ deferred decision
of the notion to final hearing.

The notion alleged that all clains of the senior
party patent designated as corresponding to the count were

unpat entabl e under 35 U.S.C. 8 102 and/or § 103. The notion

8 Paper No. 9.

° Paper No. 19.

22
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was supported by declarations from Messrs. W1 kerson and
Kenyon and docunentary exhibits of prior art. The notion was
opposed by the senior party.

The foll ow ng represents our findings of fact with
respect to the prior art exhibits filed in support of the
not i on.

Exhibit 1 is a pronotional or catalog page from
CGeneral Electric describing Noval ux street lighting fixtures.
It was discovered in the files at Hubbell. It bears a printed
date of Novenber 4, 1944. The figure in the |ower right-hand
corner illustrates a fixture for use on an outdoor pole having
a head fixture containing a socket for a depending |ight
source. Depending fromthe head fixture is a unitary reflector
formed fromlight inperneable material. The reflector is of

general ly

par abolic configuration and is apparently of circul ar cross
section and tapers inwardly to a top. The bulb filanent is
generally located at the focus of the parabolic reflector.
The refl ector appears to have an inwardly directed fl ange

23
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which mates with a conpl enentary flange on the head. No |ight
can escape fromthe lanp in an upward direction. The
reflector is formed of alumnumw th a finish on the reflector
of natural, unpainted aluminum The interior of the reflector
is of such a con- figuration that light is reflected
downwardly to the open end of the reflector nmenber with a
substantially 90E cutoff. The reflector has toggle latches to
mount the reflector to the head. WI kerson and Kenyon both
state that the Al zak finish the General Electric exhibit
discloses is a matte finish. JP8; JP13.

The lum naire of the General Electric publication
differs fromthe clained subject matter of the senior party
patent in that the reflector is not entirely open to the
at nosphere, since a clear glass diffuser is nmounted to the
| ower, open end of the reflector. Also, as required by clains
3 and 4 of the senior party’s involved patent, the General
El ectric reference is silent wwth respect to being spun from

t he di scl osed al unm num mat eri al .

24
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Docunentary Exhibit 3 is several pages fromthe
Hubbel I Commercial /1 ndustrial Buyers Guide bearing a printed
date of April 26, 1990. Page 202 describes Industrial H ghbay
light fixtures. These fixtures are supplied in both enclosed
and open designs. Wiile the enclosed fixture has a clear
gl ass el ement permanently spun on the reflector, the open unit
is entirely open to the atnosphere as clained in the senior
party’s involved patent clainms. The reflector of the highbay
fixture is unitary and spun fromalumnumwth a matte finish
It has the clained parabolic shape and provides the clained
90E cutoff at a horizontal plane. Finally, the hi ghbay
reflector has |atches to hold the reflector to the fixture
head.

The highbay fixture of Exhibit 3 nmerely differs from
the senior party patent’s clainmed subject matter in that the
open
hi ghbay is not certified for outdoor or wet |ocations, and
whil e the highbay is disclosed as nounted from a dependi ng
nipple, there is no disclosure of nounting the structure on a

pol e.

25
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Exhibit 5 is several pages fromthe |ES Lighting
Hand- book. These pages bear a printed date of 1947. On page
M 178, two streetlight fixtures are described. The second
fixture,
Ov-18, is a Lumnaire with a universal nmetal head and a netal

reflector having a parabolic contour with a netal skirt. The

bottom of the lanp filanment is approximately e of an inch
above the skirt which is described as giving a cutoff of
substantially 90E, viz., an absolute cutoff of 85E. The
design is acknow edged to provide nore light “up and down the
street” with reduced glare. By locating the lanp up in the
reflector, the lanp is “given added protection from
outside forces.”

Exhibit 5 differs fromthe senior party’s clainmed
subject matter in that it is not stated that the reflector is
made of spun alumnumwith a matte finish. W note that,
while Exhibit 5 has a flange or skirt at the bottomof its
parabolic contour, such is not precluded by the senior party’s

cl ai ms. No | atches are expressly shown by Exhibit 5.
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Finally, Exhibit 7 acconpanying the notion is the

senior party patent. In the senior party patent application,
senior party has illustrated the prior art NEMA Head fixture
in figure 1 and at col. 2, line 63, to col.3, line 12. The

prior art is described thusly:

The prior art is illustrated in FIG 1
as including a two part refractor including
an upper bowl -like portion 10 which is
formed from spun alum num An upper end of
the bow -1i ke menber 11 receiving a
standard NEMA Head fixture including a
housi ng 12 which carries a photo control
device 13. An armillustrated in broken
lines at 14 is received within the
|aterally extending hollow bracket 15 in
which it is clanpingly engaged by

securenment of the bolts 16 and 17. Opposed
fixed clanping nenbers 18 in the form of

| atching ears are carried adjacent a | ower
edge of the housing 12 for receiving spring
bi ased cl anps, not shown. A lanp is
illustrated at 19 and is received within
the refractor 20 which forns a | ower half
of the standard lighting fixture. The
refractor includes prisnms which are
designed to direct light downwardly into

t he side, but such refractor allows

consi derabl e gl are and consi derabl e |ight
to escape causing light contam nation of

t he ni ght sky.

In our view, the subject matter of all of the senior
party’s patent clainms woul d have been obvious to one of
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ordinary skill in view of the conbined teachings fromthe
above-described prior art. It is our view, for exanple, that
it would have been obvious to elimnate the glass refractor
and extend the parabolic shade of the NEMA head, described as
prior art in the senior party’s patent, in view of the
teaching of the IES disclosure
that a shade extendi ng past the | anp provides the desirable
“absolute cutoff,” provides nore light “up and down the
street,” and further serves to protect the |anp from outside
forces. These teachings fromthe IES disclosure provide anple
express notivation or suggestion for such a nodification.

By the sane token, the disclosure of the Hubbel
Hi ghbay fixture and the IES OV-18 Lum naire are evidence of a

recognition in the art that in sonme circunstances a gl ass

refractor or diffuser on the bottomof a netallic reflector

is not desirable, i.e., when a horizontal |ight cutoff is
desired both to provide greater downlight and to reduce gl are.
Accordingly, following this recognized art teaching, it would
have been obvious to one of ordinary skill to dispense with
the glass refractor of the GE lumnaire or to extend the
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reflector and dispense with the refractor on the prior art
NEMA head di sclosed in the senior party’s patent.

We al so acknow edge the decl arations of Messrs.
W | kerson and Kenyon. |nasrmuch as we have conpared the
cl osest prior art to the senior party s patent clains and
found no prior art reference to be anticipatory, we do not
credit the declara- tions to the extent that they are directed
to the notion’s allegation that the subject matter of the
senior party clains are
anticipated. Wth respect to Wl kerson’s statenents in the
decl aration that the Hi ghbay fixture had been pol e nount ed
outdoors, the statenent was retracted as “probably wong” in
cross-exam nation. JR65. Wth respect to Kenyon's testinony,
Kenyon only knew of one instance where a Hi ghbay-type fixture
was used outdoors. Kenyon stated that this type of fixture
had been suspended from overhead wires or catenaries in a rai
yard. JP82. However, it seens clear, fromthe Hubbel

cat al og page

exhibit, that only the encl osed enbodi nent is recomrended for

wet | ocations, and the encl osed enbodi nent has a gl ass | ens
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permanently spun on the reflector. This use would appear not
to satisfy the patent’s open at the bottomclaimlimtation,
and woul d therefore not have been anticipatory.

Additionally, with respect to Kenyon' s testinony,
rarely has unsupported oral testinony been considered
sufficient to prove prior know edge or use, and it mnust al ways

be subjected to close scrutiny. See Carella v. Starlight
Archery, 804 F.2d 135, 138, 231 USPQ 644, 646 (Fed. Cr
1986). As the Court of Clains stated in Lockheed Aircraft v.
United States, 553 F.2d 69, 75, 193 USPQ 449, 454 (C. O .

1977) :

| ndeed, the oral testinobny of w tnesses,
speaking only fromnmenory in regard to
past transactions has, in the absence of
cont enpor anous docunentary or physi cal
evi dence, consistently been found to be
of little probative value. . . . Such
uncorroborated testinony is insufficient
to show anticipation, within the neaning
of 35 U S.C. 8 102, of an issued patent.

See al so Eibel Process Co. v. Mnn. & Ontario Paper Co.

261 U. S. 45, 60 (1923)(oral evidence falls far short of over-

com ng the presunption of patent novelty) and Wasburn & Mden

Mg. Co. v. Beat "em Al|l Barbed-Wre Co., 143 U S. 275, 284-
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285 (1892) (contentions regardi ng certain unpatented devi ces

t he

exi stence of which are only proven by oral testinony are
subjected to the closest scrutiny). But see Thonmson S. A .
Qui xote Corp., 166 F.3d 1172, 49 USPQ2d 1530 (Fed. Cir.),
cert. denied, 119 S. C. 2395 (1999). Accordingly, Kenyon's
testinony as to a prior use is entitled to but [ittle weight.
Turning to the declarations’ discussions of the
obvi ousness of the senior party’s clains, we nerely point out
that "an expert's opinion on the |egal conclusion of
obvi ousness is neither necessary nor controlling.” Avia Goup
Int'1, Inc. v. L. AL Cear Cal., Inc., 853 F.2d 1557, 1564, 7
USPQ2d 1548, 1554 (Fed. Cir. 1988). The question of
patentability is a matter of |aw which we nust decide. See In
re Vanco Machi ne and Tool Co., 752 F.2d 1564, 224 USPQ 617
(Fed. Cir. 1985).
We find no nerit in the junior party’'s contention
that the affidavits conclusively establish that their

i nvention woul d have been obvious to a person of ordinary
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skill in the art under 35 U.S.C. 8§ 103. “That is the ultimte
| egal question which the court nust decide. So far as the
affidavits undertake to tell the court the answer to that
guestion, they are but inconpetent expressions of opinion.
See In re Chilowsky, 306 F.2d 908, 50 CCPA 806.” In re Wber,
341 F.2d 143, 145, 144 USPQ 495, 497 (CCPA 1965). O her
assertions in the affidavits are at best no nore than evidence
to be evaluated along with the other evidence of record,
including the prior art. 1d.
bj ective Evidence of Non-Cbvi ousness

Included in the senior party’s brief are argunents
directed to the so-call ed secondary considerations, also
referred to as objective evidence of non-obviousness. Wen
such evidence is presented, it is our duty to consider al
evi dence anew. See, for exanple, Inre Eli Lilly & Co., 902
F.2d 943, 945, 14 USPQ2d 1741, 1743 (Fed. Cir. 1990). W
are also m ndful that objective evidence of nonobvi ousness in
any given case may be entitled to nore or | ess weight

depending on its nature and its
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relationship with the nmerits of the invention. See Stratoflex
Inc. v. Aeroquip Corp., 713 F.2d 1530, 1539, 218 USPQ 871, 879
(Fed. Gr. 1983).

The senior party references the junior party’s
exhibit A JX-A the facsimle fromHenson to Brammer, which
i ncludes Henson’s handwitten notation, “If we can nake this -
- | can sell thousands of them-call me--JimH " The senior
party argues that this is sonme sort of evidence of the
popul arity of the subject matter of the senior party’ s clains.
In our view, this statement by Henson on the facsinmle
provides little evidence regarding long-felt need, commerci al

success or recognition by the public.

Most inportantly, the statenment is prospective in nature. It
is merely an anecdotal prediction by Henson. W nust
enphasi ze that the senior party has provided no evidence that
t housands of the reflectors have actually been sold. The
senior party has also failed to provide any evidence regardi ng

t he nexus between the clained invention and any sales. The
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junior party exhibit A provides little evidence of long-felt
need, comercial success or recognition by the public.

The senior party also refers to the testinony of
Henson at JR200-01, wherein Henson stated that in the spring
of 1993 representatives fromboth South Carolina Electric &
Gas and
Carolina Power & Light, along wth Thonpson, MIIling, and
Henson visited the test site where the prototype reflector had
been installed. Henson stated: “That night after dinner we
all went out and visited and marveled at it.” JR201. W thout
nmore information, it is inpossible to credit this statenent of
Henson as evidence of |ong-felt need, comrercial success or
recognition by the public. Henson is never questioned about
what feature he marveled at. The statenent is so vague that
it is inpossible to determ ne what property of the fixture or
reflector is being noted. Therefore, it is inpossible to
ascertai n whether a nexus between the invention and the | auded

property or feature of the

reflector exists. In short, the statenent that Henson and
ot her unknown persons marveled at the invention is too vague
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and the report of this “marveling” too fragnentary to afford
any evidence wei ghing for the unobvi ousness of the invention.

Havi ng consi dered all the evidence anew, and
carefully wei ghing the evidence both for and agai nst
obvi ousness, it is our conclusion that the subject matter of
all of senior party s patent clainms would have been obvi ous at
the tine the invention was nmade to one of ordinary skill in
the outdoor lighting art. The junior party’'s notion for
judgment is GRANTED. Accordingly, we will enter judgnent
agai nst the senior party on the ground of unpatentability,
her ei nbel ow.

Additionally, we note that the prior art discussed,
supra, and the declarations fromthe junior party’s declarants
clearly establish the unpatentability of the junior party’s
cl ai med subject matter. The junior party has made of record
no evidence to the contrary, and has included no argunent in
his main brief that his clains are patentable over this prior
art. Accordingly, judgnent will also be entered against al
clainms of the junior party on the ground of unpatentability

under 35 U.S.C. 8 103, herei nbel ow.

35



| nterference No. 103, 878

Judgnent

Judgnent in Interference No. 103,878 is entered
agai nst Charles O Thonpson, Jesse F. W/ kerson, and Janmes A
Henson, the junior party, on the grounds of unpatentability
and originality. Charles O Thonpson, Jesse F. WI kerson, and
Janmes A. Henson are not entitled to a patent containing clains
8-14, which clains correspond to the count in interference.
Judgnent is also entered against Charles O Thonpson, the
senior party, on the ground of unpatentability. Charles O
Thonpson is not entitled
to his patent clains 1-7, which clains correspond to the count

in interference.

| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
W LLI AMF. PATE, 111 ) APPEALS AND
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Counsel for Junior Party Thonpson et al.

Mark S. Bi cks, Esq.

Royl ance, Abrans, Berdo and Goodman, LLP
1225 Connecticut Avenue, N W

Washi ngton, D.C. 20036-2680

Counsel for Senior Party Thonpson:
Ral ph Bai |l ey

125 Br oadus Avenue
Geenville, SC 29601
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